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REAL PARTY IN INTEREST 

To satisfy the requirement under 37 CFR §41 .37(c)(l)(i), Kennametal Inc. of 
Latrobe, Pennsylvania 15650, the assignee of the present patent application, is the real party in 
interest. 

RELATED APPEALS AND INTERFERENCES 

To satisfy the requirement under 37 CFR §41 .37(c)(l)(ii), there are no related 
appeals and interferences. 

STATUS OF THE CLAIMS 

To satisfy the requirement under 37 CFR §41 .37(c)(l)(iii), the status of the 
claims in the patent application is set forth as follows: (a) claims 1-14, 18-28, 31, 35, and 41-42 
are cancelled, and (b) claims 15-17, 29, 30, 32-34, 36-40 and 43-47 are rejected and are under 
a ppeal. 

STATUS OF AMENDMENTS 

To satisfy the requirement under 37 CFR §41 .37(c)(l)(iv), there are no 
amendments that have been filed subsequent to the final rejection via the FINAL Office Action 
of June 6, 2005. 

SUMMARY OF THE CLAIMED SUBJECT MATTER 

To satisfy the requirement of 37 CFR §41 .37(c)(l)(v), a summary of claimed 

subject matter is set forth below. 

There are two fundamental aspects of the claimed invention. The first is a 
cutting tool assembly (10) that essentially comprises a cutting tool (12) and a retainer (40) for 
use therewith as set forth in claims 15-17, 32-34 and 39. The second is a retainer (40) for use in 
conjunction with a cutting tool as set forth in claims 29-30, 36-38, 40 and 43-47. 

In the context of the cutting tool assembly, the claimed invention is a cutting 
tool assembly (10) for rotatable retention within a bore (20) of a bit holder (18) wherein the 
bore (20) includes a groove (34). The assembly (10) includes a cutting tool (12) and a 



In re Application of OJANEN 
Serial No. 09/838,348 
Filed: April 19,2001 



) 
) 
) 



K-1786 



APPEAL BRIEF UNDER 37 CFR §41.37 
-3- 

retainer sleeve (40) carried by the cutting tool (12). The retainer (40) has at least one (or in 
the case of claims 16 and 34 as plurality of) radially outward projecting dimple (claim 15) 
(46), which can be semi-spherical (claim 17), or protruding surface (claim 39) that is received 
within the groove (34). The retainer (40) has a cylindrical circumference and a thickness 
dimension. 

In the case of claim 15, the amount of radial projection of the dimple (46) 
beyond the cylindrical surface of the retainer (40) is between a minimum equal to about 15 
percent of the thickness dimension of the retainer (40) so as to provide sufficient holding 
force to rotatably retain the cutting tool (12) within the bore (20) during operation and a 
maximum equal to about 30 percent of the thickness dimension of the retainer (40) so as to 
provide for a maximum force to allow the removal of the cutting tool (12) from the bore (20) 
without the necessity of excessive force. 

In the case of claim 39, the amount of radial projection of the protruding 
surface (46) beyond the cylindrical surface of the retainer (40) is between about 15 percent 
and about 30 percent of the thickness dimension of the retainer (40). 

In the context of the retainer (40), the retainer (40) is for use in conjunction 
with a cutting tool (12). The retainer (40) comprises a retainer sleeve (40) that is carried by 
the cutting tool (12) and has at least one, or in the case of claim 38 a plurality of or in the case 
of claim 43 at least two, radially outward projecting dimple(s) (46) (claim 39) or a radially 
outward protruding surface (46) (claim 40). 

The retainer (40) has a cylindrical circumference and a thickness dimension. 

The retainer (40) has an endface and a bottom end, wherein a slit (42) extends 
from the bottom end to the endface (claims 46 and 47). 

The amount of radial projection of the dimple (or the protruding surface) (46_ 
beyond the cylindrical surface of the retainer (40) is between about 15 percent and about 30 
percent of the thickness dimension of the retainer (40). 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

To satisfy the requirement under 37 CFR §41 .37(c)(l)(vi), a concise statement 
of the grounds for rejection to be reviewed on appeal are as follows: 



(1) the rejection of claims 15-17, 29, 30, 32-34, 36-40 and 43-47 under 35 USC 
§1 12 Kl for failure to satisfy the enablement requirement because one cannot 
make or use the invention due to the existence in the specification of the 
language to the effect that the protruding dimples (or surfaces) require "no radial 
play" in order to extract the cutting bit from the bore of the holder; and 

(2) the rejection of claims 15-17, 29, 30, 32-34, 36-40 and 43-47 under 35 USC 
§102(e) as being anticipated under U.S. Patent No. 6,397,652 to Sollami. 



To satisfy the requirement under 37 CFR §41 .37(c)(l)(vii), the argument is set 



forth below. This argument first addresses the rejection under 35 USC §1 12 \% and then 
addresses the rejection under 35 USC §102(e). 

The Rejection Under 35 USC §112, 11 

The Examiner's Position 

At page 2 of the FINAL Office Action, the Examiner characterized this 
rejection as the claims under rejection: 



... failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. . . . 
See page 2 of the FINAL Office Action of June 6, 2005 . 



ARGUMENT 



Introduction 
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The essence of the Examiner's argument is that the appellant's "no radial play" statement (see 
page 1 1 , lines 14-17 of the application) is incorrect because there must be some radial inward 
play in order to insert the cutting bit into the bore. Hence, the Examiner concluded that, 
"[B]ased on these discrepancies, one skilled in the art cannot make and/or use the invention 
as claimed." See page 3 of the FINAL Office Action of June 6, 2005. 

The Law of Enablement 



The pertinent statutory basis (35 USC §1 12 Kl) for this rejection reads: 
The specification shall contain a written description of the invention, and of 
the manner and process of making and using it, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same, ... 
Under United States patent jurisprudence, the Federal Circuit held in In re 



To satisfy the enablement requirement of §1 12, ^1, a patent application must 
adequately disclose the claimed invention so as to enable a person skilled in 
the art to practice the invention at the time the application was filed without 
undue experimentation. 

It must be kept in mind that the following factors go into the enablement 



analysis (see Manual of Patent Examining Procedure at MPEP 2164.01(a), page 2100-185 
(Rev. 2 May 2004): (A) the breadth of the claims; (B) the nature of the invention; (C) the 
state of the prior art; (D) the level of one of ordinary skill in the art; (E) the level of 
predictability in the art; (F) the amount of direction provided by the inventor; (G) the 
existence of working examples; (H) the quantity of experimentation needed to make or use 
the invention based on the content of the disclosure. 



Swartz , 232 F.3d 862, 56 USPQ 2d 1703 (Fed. Cir. 2000): 
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It must also be kept in mind that the initial burden in on the Examiner to 
establish nonenablement. See Manual of Patent Examining Procedure at MPEP 2164.04, 
page 2100-189 (Rev. 2 May 2004). 

Appellant's Position 

Appellant submits that a thorough analysis of the situation shows that the 
claims satisfy the enablement requirement. A review of the factors as set forth in the Manual 
of Patent Examining Procedure is ser forth below. 

Factor (A) 

Factor (A) pertains to the breadth of the claims. Here, the claims are not 
overly broad. There is no explicit language about the retainer exhibiting "no radial play". In 
regard to the extent the dimple projects beyond the cylindrical surface of the retainer, which is 
the structure that pertains to the "no radial play" statement, claims 15, 16, 17, 32, 33 and 34 
recite that: 

... the amount of radial projection of said dimple beyond the cylindrical 
surface of the retainer is between a minimum equal to about 15 percent of the 
thickness dimension of the retainer ... and a maximum equal to about 30 
percent of the thickness dimension of said retainer ... 
The balance of the claims (i.e., 29, 30, 36-40 and 43-47) recite: 

... the amount of radial projection of said dimple [or radially outward 
protruding surface] beyond the cylindrical surface of the retainer is between 
about 15 percent and about 30 percent of the thickness dimension of said 
retainer. 

The above language is clearly addressed in the disclosure. See Page 1 1 , lines 20-23; page 17, 
lines 13-17; and as-filed claims 15 and 29. 
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Appellant submits that the disclosure of the application has communicated this 
invention to the public in a meaningful way so as to enable one skilled in the art to make the 
cutting tool assembly (i.e., cutting tool and retainer sleeve), as well as the retainer. There is 
nothing in the analysis of Factor (A) that supports the Examiner's position with respect to a 
lack of enablement. 

Factors (B) through (E) 

These factors are (B) the nature of the invention; (C) the state of the prior art; 
(D) the level of one of ordinary skill in the art; and (E) the level of predictability in the art. 
None of these factors weighs in favor of a finding that the claims do not satisfy the 
enablement requirement. 

The invention pertains to the art of rotatable cutting tools that are typically 
held in a block that is itself attached to a driven drum. The cutting tool has a hardened tip 
(e.g., cemented tungsten carbide) at the axial forward end thereof. The drum rotates so as to 
drive the cutting tools into the material to be impacted such as, for example, asphaltic 
roadway material. 

The state of the art is such that there are numerous patents that show and 
describe these kinds of tools in a general sense. These patents also show and describe 
resilient retainers in general. In this regard, appellant refers the Board to the citation by 
appellant and the Examiner of at least about thirty-four (34) documents. See the citation of 
documents attached to the Office Action of September 1 1, 2002. Further, in the Office 
Action of January 22, 2004, the Examiner applied about eighteen (18) documents against the 
claims. It is apparent that the art of rotatable cutting tools that carry a resilient retainer is not 
a new art. 

The level of one of ordinary skill in the art would appear to include persons 
who have had at least several years of experience in this area of rotatable cutting tools used in 
the road planing and mining industries. Such a person would be familiar with the 
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construction of resilient retainers and the interaction between the retainer and the bore of a 
holder that receives the cutting tool carrying the retainer. 

In light of the mechanical nature of the art, the level of predictability in the art 
would be high, i.e., the art is a predictable art. 

All of these Factors (B) through (E) show that the claims satisfy the 
enablement requirement. 

Factor (F) 

Factor (F) is the level of direction provided by the inventor. Here, it is 
important to consider the totality of the disclosure set forth in the application. 

Appellant respectfully submits that the Examiner has misconstrued the "no 
radial play" statement to mandate that the sleeve of the present invention has no radial play 
whatsoever. This is not what the specification says when read in the correct context. 

In this regard, it is imperative to keep in mind that to properly construe the 
text-in-question (i.e., the "no radial play" statement at page 1 1, lines 14-17), one has to read 
this sentence in its context and through the eyes of a person skilled in the pertinent art. In this 
regard, the "same drawback as the prior art" referred to in the above-quoted text at page 1 1 , 
lines 14-17 is the drawback referred to in the earlier paragraph that concerns the difficulty in 
the removal of the cutting bits as had been experienced by some prior art tools due to the 
accumulation of dirt and debris. This paragraph, which is at page 10, line 34 through page 
1 1 , line 13 of the application, and the text-in-question together read as follows: 

U.S. Patent No. 4,484,783 to Emmerich, and 3,519,309 to Engle et al. 
disclose retainers having radially protruding surfaces (dimples, bulge) that 
cooperate with a notch of the bit holder bore. These protruding surfaces of the 
retainer are spring loaded so as to expand into the bore notch whenever the 
cutting tool/retainer assembly is inserted into the bore. These type prior art 
designs often became difficult to remove from bit holders after continued 
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usage on cutting equipment. When these type prior art designs are used on 
mining and construction equipment, dirt and cutting debris would penetrate the 
clearances between the shank, retainer and bit holder bore and accumulate in 
the shanks annular groove. This debris and dirt interferes with the inward 
radial play of the radially protruding surfaces, making the tools very difficult 
and sometimes impossible to remove. 

The invention includes protruding dimples that are designed to require 
no radial play and, therefore, do not suffer from the same drawback as the 
prior art. 

Appellate submits that the only reasonable reading of the above-quoted text is that the "same 
drawback as the prior art" has to do with the difficulty in the removal of the tool when dirt 
has accumulated between the retainer and the tool body and has nothing to do with the 
insertion of the cutting bit into the bore of the bit holder tool. 

To appreciate this condition, an enlarged copy of FIG 8 of Engle et al. (Appeal 
Exhibit 1 (i.e., Exhibit A that was attached to the Response to the Office Action of July 26, 
2004)) and FIG. 6 of Emmerich (Appeal Exhibit 2 (i.e., Exhibit A-l that was attached to the 
Response to the Office Action of July 26, 2004)) were modified to show the accumulation 
and compaction of dirt and debris between the retainer and tool shank. When in this 
condition, it seems apparent that the dimple must exhibit inward radial play or else require an 
excessive amount of force to shear these dimples so as to remove the tool from the bore of the 
holder. 

In contrast, an enlarged view of FIG. 12 of the present application (Appeal 
Exhibit 3 , i.e., Exhibit B that was attached to the Response to the Office Action of July 26, 
2004) was modified to show the condition when dirt and debris are between the retainer and 
the tool body. When in this condition it is apparent that less radial inward play (or 
movement) of the dimple (46) is necessary to remove the tool using the retainer of FIG. 12 
than with the tools shown in the patent to Engle et al. or in the patent to Emmerich. 
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The statement at page 1 1 , lines 14-17 of the present specification refers to the 
design of the dimples wherein they "require no radial play" for the removal of the tool . The 
plain and simple meaning of this-language is not that there may not be any radial play of the 
dimples upon removal of tool, but only that radial play is not a requirement for removal of the 
tool. The potential for radial play, especially upon insertion, becomes apparent from the 
language at page 12, lines 15-21 of the present patent application that reads: 

The flared mouth section 32 of the bore 20 provides from a smooth reception 
of the dimples about the circumference of the retainer of the cutting tool 
during installation of the cutting tool into the bit holder. The cooperation of 
the dimples with a notch improves the strength of the connection between the 
retainer and bit holder. 

In view of the fact that the flared mouth section would compress the retainer upon insertion of 
the tool into the bore, and the mention of the cooperation of the dimples with the notch 
(which implies a radial outward movement), it is clear that the specification teaches a retainer 
that has radial movement. 

Inward radial play of the dimples is not a requirement to remove the tool 
because the dimples only project in a radial outward direction between about 15 percent and 
about 30 percent of the thickness dimension of the retainer. This is, of course, in significant 
contrast to prior art dimples like those taught in Engle et al. and Emmerich (patents that were 
used in an earlier Office Action), as well as the '652 Sollami patent used in the FINAL 
rejection under appeal, that due to their more extended projection, must experience some 
inward radial play in order to remove the tool without the exertion of excessive force. 

Overall, it is apparent that appellant has provided sufficient direction as to how 
to make and use the claimed invention. 



Factors (G) and (H) 
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Since this is not a chemical application, the lack of specific working examples 
is not a detriment to the enablement issue. 

The content of the disclosure is sufficient so that very little experimentation, 
and most likely no experimentation, would be necessary to achieve the invention as claimed. 

Conclusion 

A review of all the above-cited factors as set forth in the Manual of Patent 
Examining Procedure show that there is no evidence that establishes, or even tends to 
establish, that the claims fail to satisfy the enablement requirement. After considering the 
evidence as a whole, it is clear that the Examiner cannot carry his burden to establish a lack of 
enablement, and in fact, the above discussion shows that the claims satisfy the enablement 
requirement. 

Appellant solicits the reversal of this rejection with a remand back to the 
Examiner for the removal of this rejection. 

The Rejection of the Claims 35 USC §102(e) 

The Examiner's Position 

The Examiner has rejected claims 15-17, 29-30, 32-40 and 43-47 under 35 
USC § 102(e) as being anticipated by the '652 Sollami patent. In short, the Examiner stated 
that all of the limitations of the claims exist in the '652 Sollami Patent. 

Appellant's Position 

The upshot of appellant's argument is that the claims call for dimples that do 
not protrude to the same extent as do the prior art dimples. To best appreciate the strength of 
appellant's argument, one must appreciate that the extent of the protrusion is a meaningful 
feature of the invention that provides a meaningful advantage. 
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In this regard, in contrasting the present dimples against retainers that have 
larger projections (e.g., see U.S. Patent No. 4,484,783 to Emmerich and U.S. Patent No. 
3,519,309 to Engle et al.), the present patent application recognizes that the prior art tools 
with the larger dimples often become difficult to remove because dirt and debris penetrate the 
clearances between the shank, the retainer and the bit holder bore and accumulate in the shank 
annular groove. At page 1 1 , lines 10-13, the present patent application reads: 

'This debris and dirt interferes with the inward radial play of the radially 

protruding surfaces, making the tools very difficult and sometimes impossible to 

remove." 

In light of the larger size of the protrusions in the retainers of the '783 Patent 
and the '309 Patent, a significant amount of inward radial play is necessary to retract the 
protrusions so as to be able to remove the retainer. 

If dirt and debris penetrates the volume between the retainer and the groove in 
the shank of the tool so the retainer is unable to contract in the radial inward direction a 
sufficient distance, the tools cannot be removed without shearing off the protrusions. This is 
contrast to the present invention that, "... includes protruding dimples that are designed to 
require no radial play and, therefore, do not suffer from the same drawback as the prior art." 
The reason that the dimples of the present invention do not require inward radial play to be 
removed is because they extend a smaller distance away from the surface of the retainer. This 
is a meaningful advantage over the prior art that includes tools with a retainer with the larger 
protrusions or dimples. 

In addressing the numerical range as set forth in the claims, the Examiner used 
the '652 Sollami Patent and wrote, "... the amount of radial projection of said protruding 
surface beyond the cylindrical surface of the retainer is between about 15 percent and about 
30 percent of the thickness dimension of said retainer (see Fig. 15)." See page 4 of the 
FINAL Office Action of June 6, 2005. Attached hereto as Appeal Exhibit 4 (i.e., Exhibit H 
attached to the Response to the Non- Final Office of February 1 , 2005) is an enlarged copy of 
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the tool illustrated in Fig. 15 of the '652 Sollami Patent. Measurement of the thickness of the 
retainer ('THICKNESS" in Exhibit H) in comparison to the distance of the radial projection 
("RADIAL PROJECTION" in Exhibit H) establishes that the radial projection is about 88.9 
percent (RADIAL PROJECTION/ THICKNESS) of the thickness of the retainer. 



There are two basic claim recitations. The first recites that: 
...the amount of radial projection of said dimple beyond the cylindrical 
surface of the retainer is between a minimum equal to about 15 percent of the 
thickness dimension of the retainer so as to provide sufficient holding force to 
rotatably retain the cutting tool within the bore during operation and a 
maximum equal to about 30 percent of the thickness dimension of said retainer 
so as to provide for a maximum force to allow the removal of the cutting tool 
from the bore without the necessity of excessive force. 



... the amount of radial projection of said dimple [or protruding surface] 
beyond the cylindrical surface of the retainer is between about 15 percent and 
about 30 percent of the thickness dimension of said retainer. 
In light of this measurement of the radial projection equaling about 88.9 



percent, appellant submits that the '652 Sollami patent cannot anticipate the claims under 35 
USC § 102(e) wherein the claims call for a lesser degree of projection. 

Conclusion 

Appellant submits that claims 15-17, 29-30, 32-40 and 43-47 are patentable 
over the '652 Sollami patent. Appellant solicits the reversal of this rejection and a remand to 
the patent examiner with instructions to allow the claims. 



The second recites that: 
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Conclusion 

Appellant respectfully submits that the pending rejections lack merit. Appellant 
requests that the Board reverse the Examiner and remand the application back to the Examiner 
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for allowance of the claims. 
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CLAEM APPENDIX PER 37 CFR §41 37(c) (D(viii) 

The claims under appeal are set forth below: 

15. A cutting tool assembly for rotatable retention within a bore of a 
bit holder wherein the bore includes a groove, said assembly comprising: 

a cutting tool; 

a retainer sleeve carried by the cutting tool, and the retainer including 
at least one radially outward projecting dimple that is received within the groove; 

wherein said retainer has a cylindrical circumference and a thickness 

dimension; 

the amount of radial projection of said dimple beyond the cylindrical 
surface of the retainer is between a minimum equal to about 15 percent of the thickness 
dimension of the retainer so as to provide sufficient holding force to rotatably retain the 
cutting tool within the bore during operation and a maximum equal to about 30 percent of the 
thickness dimension of said retainer so as to provide for a maximum force to allow the 
removal of the cutting tool from the bore without the necessity of excessive force. 

16. A cutting tool assembly according to claim 15, wherein said 
retainer sleeve includes a plurality of said dimples spaced relative to one another about the 
circumference of said retainer sleeve. 

17. A cutting tool assembly according to claim 15, wherein said 
dimples are generally semi-spherical. 

29. A retainer for use in conjunction with a cutting tool, said retainer 

comprising: 

a retainer sleeve carried by the cutting tool and including at least one 
radially outward projecting dimple; 
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wherein said retainer has a cylindrical circumference and a thickness 



dimension: 



the amount of radial projection of said dimple beyond the cylindrical 



surface of the retainer is between about 15 percent and about 30 percent of the thickness 
dimension of said retainer. 

30. A retainer according to claim 29, wherein said retainer sleeve 
includes a plurality of said dimples equally spaced relative to one another about the 
circumference of said retainer sleeve. 

32. A cutting tool assembly according to claim 15 wherein said 
dimples extend between about .007 - .020 inches beyond an exterior cylindrical surface of 
said retainer. 

33. A cutting tool assembly according to claim 17 wherein said dimple 
has a diameter of between about .06 - .10 inches. 

34. A cutting tool assembly according to claim 17 wherein said 
retainer has a plurality of said dimples. 

36. A retainer according to claim 29 wherein said dimples extend 
between about .007 - .020 inches beyond an exterior cylindrical surface of said retainer. 



37. A retainer according to claim 29 wherein said dimple has a 
diameter of between about .06 - .10 inches. 
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38. A retainer according to claim 29 wherein said retainer has a 
plurality of said dimples. 

39. A cutting tool assembly, said assembly comprising: 
a cutting tool: 

a retainer sleeve carried by the cutting tool, and_inc hiding at least one 
radially outward protruding surface; 

wherein said retainer has a cylindrical circumference and a thickness 

dimension, 

the amount of radial projection of said protruding surface beyond the 
cylindrical surface of the retainer is between about 15 percent and about 30 percent of the 
thickness dimension of said retainer. 

40. A retainer for use in conjunction with a cutting tool, said retainer 

comprising: 

a retainer sleeve carried by the cutting tool and_ including at least one 
radially outward protruding surface; 

wherein said retainer has a cylindrical circumference and a thickness 

dimension: 

the amount of radial projection of said protruding surface beyond the 
cylindrical surface of the retainer is between about 15 percent and about 30 percent of the 
thickness dimension of said retainer. 

43. A generally cylindrical retainer for use in conjunction with a 
cutting tool, said retainer comprising: 

a retainer sleeve carried by the cutting tool and including at least two 
radially outward projecting dimples; 
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wherein said retainer has a central longitudinal axis and a thickness 
dimension, and all said at least two dimples are generally located within a common radial 
plane; 

the amount of radial projection of said dimple beyond the cylindrical 
surface of the retainer is between about 15 percent and about 30 percent of the thickness 
dimension of said retainer, 

wherein said retainer is constructed from steel. 

44. A retainer according to claim 43 wherein said at least two dimples 
extend between about .007 - .020 inches beyond an exterior cylindrical surface of said 
retainer. 

45. A retainer according to claim 44 wherein said dimple has a 
diameter of between about .06 - .10 inches. 

46. A retainer according to claim 29 wherein said retainer has an 
endface, and a bottom end, wherein a slit extends from said bottom end to said endface. 

47. A retainer according to claim 40 wherein said retainer has an 
endface, and a bottom end, wherein a slit extends from said bottom end to said endface. 
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EVIDENCE APPENDIX UNDER 37 CFR §41 37(c) (l)(ix) 
There is no evidence under Sections 1 . 1 30 , 1 . 1 3 1 or 1 . 1 32 that appellant intends 
to rely upon in this appeal. 
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RELATED PROCEEDINGS APPENDIX UNDER 37 CFR §41 37(c) (l)(x) 



There are no related proceedings. 
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